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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Detailed Action 

This action is in response to communication filed on 1 1/8/2007. 

Priority 

Acknowledgment is made of applicant's claim for prior priority date of U.S. Provisional 
Patent Application 60/434,545 filed on 12/19/2002. 

Restriction 

Examiner acknowledges the applicant election of Group I (claims 1-12) in response to the 
election/restriction requirement, without traverse. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1,3,5 

7 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Friedland (U.S. 
Patent Publication 2002/0174060 Al) in view of Grigsby (U.S. Patent Publication 
2002/0016758)) 

Re claim 1: Friedland discloses: 

A method, comprising: 

Offering to sell an item to one or more pre-auction bidders at a pre-auction price (see 
Friedland, Figure 2, item 206 "prebid" & 208, and para 41-42) 
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Receiving an indication from the one or more pre-auction bidders accepting the offer to 
sell one or more items at the pre-auction price (see Friedland, Figure 2, and para 41-42 this 
limitation corresponds to the situation that the pre-bidder wins pre-auction items as discussed in 
para 42) 

Publishing information descriptive of one or more pre-auction sales of one or more items 
(see Friedland, + Figure 2 & 4, pp 0030 "information " & pp 0041-0044 "pre-action ") 

Auctioning remaining items (see Friedland, Figure 2, Item 210 "open for bidding") 

Although Friedland does not specifically teach the method is for managing issuance of a 
new bond, and the sell items are bonds or a subset of bonds. 

Grigsby is an auction or trading system that includes trading securities including 
managing issuance of a new bond (see Grigsby, Figure 3 & 5) and selling bonds on a subset of 
bonds (see Grigsby Fig. 21 and para 0146) 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding bond managing and selling features of 
Grigsby, 

It is clear that one would be motivated to attract more bidders by providing variety types 
of auction items. 

Re claim 3: Friedland discloses: 

The steps of publishing the number of items offered at the pre-auction price (see 
Friedland, pp 0080 - "lots" include a number of items and pp 0040-0042 "the number of items" 
corresponds to the plurality of lots in Friedland' s teaching) 

Re claim 5: Friedland discloses: 
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The step of determining pre-auction bidders based upon at least one of: investor 
suitability, investment objectives and prior investment history, (see Friedland, Figure 5 + pp 
0058-0063 specifically 0063 "reject a client if the credit information ... is inadequate) 

Re claim 10: Friedland discloses: 

Comprising the steps of: 

Receiving one or more bids comprising a price per item and a number of items (see 
Friedland, Figure 8 "high bid" - the "lot" of Friedland has a set number of items see pp 0008) 

Allocating items according to a highest price per item bid for a corresponding number of 
items until all items comprising the offering have been allocated (see Friedland, Figure 8, pp 
0044 "sold to the current highest bidder" - a lot is a set number of items see 0008) 

See discussion in claim 1 above regarding "bond" as the item. 

Re claim 11: Friedland discloses: 

If more than one bid is received items are allocated to highest bidder (Friedland, Figure 
8 "high bid) 

Because Friedland is dynamic it is silent to the same price: 

However, Grigsby claims " If more than one bid is received comprising the same price 
per bond, bonds are allocated for that price on a first bid received, first bonds allocated basis " 
(see Grigsby, pp 0082 "earlier indications may be allowed to purchase the bonds before parties 
who submitted their indications later ") 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding time basis of Grigsby. 

It is clear that one would be motivated to have a fair and consistent way of allocating. 
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Re claim 12: Friedland discloses: 

If more than one bid is received items are allocated to highest bidder (Friedland, Figure 
8 "high bid) 

Because Friedland is dynamic it is silent to the same price: 

However, Grigsby claims "If more than one bid is received comprising the same price 
per bond, bonds are allocated for that price on a partial amount" (see Grigsby, pp 0082 "permit 
a pro-rata purchase") 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding pro rata of Grigsby. 

It is clear that one would be motivated to have a fair and consistent way of allocating. 



Claims 2, 4, 6-8 & 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Friedland (U.S. Patent Publication 2002/0174060 Al) in view of Grigsby (U.S. Patent 
Publication 2002/0016758) in further view of Official Notice 

Re claim 2: Friedland discloses: 

The information descriptive of the pre-auction sales of an item comprises the pre-auction 
price (see Friedland, paragraph 0044, "bid equal to or exceeding some minimum desired value " 
+ pp 0080) 

See discussion in claim 1 above regarding "bond" as the item. 

Although Friedland does not publish this information; but instead has chosen a design 
feature that makes this information secret. It is known and contained within the system. 
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The examiner claims Official Notice that this price information could be published. 
It is clear that one would be motivated to provide full information, so that the bidding 
participants can view the information related to the auctioned item. 
Re claim 4: Friedland discloses: 

Records how many items each pre-auction bidder received (see Friedland, figure 2, item 
232 "sold") 

See discussion in claim 1 above regarding "bond" as the item. 

Although Friedland is silent about if it publishes information on how many bonds each 
pre-auction bidder received; but instead has chosen a design feature that makes this information 
secret. It is known and contained within the system. lit is known and contained within the 
system. 

The examiner claims Official Notice that this price information could be published. 
However Friedland has chosen a design feature that makes this information secret. 

It is clear that one would be motivated to provide full information, so that the bidding 
participants can view the information related to the auctioned item. 

Re claim 6: Friedland discloses: 

Item contain a pre-action price (see Friedland, paragraph 0044, "bid equal to or 
exceeding some minimum desired value " + pp 0080) 
Although Friedland does not have 

Pre-auction price is determined by an issuer of the bonds and a lead manager for the 

stock 
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Although Friedland is silent about who determines the price, Grigsby specifically uses a 
test system from the issuer (or associate entity) to obtain a test price (see Grigsby, pp 0070- 
0073). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding issuer of Grigsby 

It is clear that one would be motivated to have a consistent method. 
See discussion in claim 1 above regarding "bond" as the item. 
Re claim 7: Friedland discloses: 

Collecting information on the pre-auction bidders (see Friedland, Figure 5 + pp 0058- 

0063) 

Although Friedland does not have 

making available a list comprising those pre-auction bidders that have previously 
purchased pre-auction bonds comprising a bond offering managed by an investment bank 
involved in offering to sell the subset of bonds 

The examiner claims official notice that Friedland lists this information because 
information on each bidder is collected and what items the bid and win. In addition see Grigsby 
0078. See Claim 1 regarding "bond" as the item. With the case of bonds the applicants own 
Admitted Prior Art discusses the "conflicts of interest" issues related to bonds. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding disclosure information of the pre-auction 
bidders. 

It is clear that one would be motivated to avoid US regulation issues such as the SEC. 
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Re claim 8: Friedland discloses: 

Collecting information on the previously purchased items (see Friedland, Figure 5 + pp 
0058-0063) 

Although Friedland does not have: 

Comprising the step of making available information descriptive of an investment 
experience related to the previously purchased pre-auction bonds comprising the pre-auction 
price of the previously purchased pre-auction bonds 

The examiner claims official notice that Friedland collects this information because 
information on each bidder is collected and what items the bid and win. In addition see Grigsby 
0078. See Claim 1 regarding "bond" as the item. With the case of bonds the applicants own 
Admitted Prior Art discusses the "conflicts of interest" issues related to bonds. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding disclosure information of the pre-auction 
bidders. 

It is clear that one would be motivated to avoid US regulation issues such as the SEC. 
Re claim 9: Friedland discloses: 
Comprising the steps of: 

Setting a reserve price for the auction (see Friedland, figure 2, item 210 + paragraph 
0044, "bid equal to or exceeding some minimum desired value ")) 

Determining a total amount to be received from accepted pre-auction offers and auction 
bids, and (see Friedland, Figure 2, item 206 210 + "lots") 
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Conditioning sale of the bonds comprising the auction upon the total amount equaling or 
exceeding a reserve price (see Friedland, Figure 2, item 210+ paragraph 0044, "bid equal to or 
exceeding some minimum desired value") 

Although Friedland has a generic "auction" instead of an: 

initial public offering 

The examiner claims official notice that an IPO is just the first time for offering an item 
(in this case a bond) to the public thru a trading platform such as NASDAQ. This is simply a 
generic auctioning system. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Friedland by adding IPO from Official Notice 

It is clear that one would be motivated to specify the trading platform for the auction. 

See discussion in claim 1 above regarding "bond" as the item. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten S. Apple whose telephone number is 571.272.5588. The 
examiner can normally be reached on Monday - Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-6126. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

ksa 



/Kirsten S Apple/ 
Examiner, Art Unit 3694 



